UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Lykos Mai | ed: January 31, 2005

Qpposition Nos. 91115866 and
91157981

Cancel | ati on Nos. 92028126;
92028127; 92028130; 92028133;
92028145; 92028155; 92028171;
92028174; 92028199; 92028248;
92028280; 92028294; 92028314;
92028319; 92028325; 92028342
and 92028379

Prairie |Island I ndian
Community, Plaintiff

V.

Treasure |sland Corp.,
Def endant

(as consol i dat ed)

Bef ore Hohein, Walters, and Drost, Admi nistrative Trademark
Judges.

By the Board:

On April 20, 2004, and June 22, 2004, the Board ordered
def endant to show cause why the cancellation of the
regi strations involved in Cancellation Nos. 92028127,
92028174, 92028294, 92028314, 92028319, and 92028325 under
Section 8 of the Trademark Act should not be deenmed to be
t he equi val ent of a cancellation by request of defendant
wi thout plaintiff’s consent, and should not result in entry

of judgment agai nst defendant as provided by Trademark Rule



2.134(a). This case now conmes up for consideration of
defendant's responses to the Board's orders to show cause.
Plaintiff has filed briefs in opposition to defendant's
responses to the orders to show cause.?

By way of rel evant background, in 1998, plaintiff filed
separate petitions to cancel seventeen (17) registrations
owned by defendant. In each case, cancellation was sought
on the grounds of priority of use and |ikelihood of
confusi on under Section 2(d) of the Trademark Act. The
Board instituted individual proceedings in 1998 and 1999,
and ordered its first set of consolidations on March 2,

1999. The records of the USPTO show that, during the course
of these consolidated proceedi ngs, six registrations were
cancel | ed because defendant failed to file an

af fi davit/declaration under Section 8 of the Trademark Act.?

The registrations at issue are as foll ows:

Y'I'n Cancell ation Nos. 92028127, 92028314, and 92028319, the
Board inadvertently issued the show cause orders separately in
each child case instead of under the parent case, Cpposition No.
91115866. The parties subsequently filed their subm ssions in
each individual child case. Al future filings should be
captioned in the above manner, and filed only in the parent case.

2 A seventh registration was cancell ed under Section 8 but
subsequently reinstated.



Regi stration No. 1955279, for the mark di splayed bel ow,

for “hotel services” in International C ass 42,
cancel | ed on Novenber 9, 2002;

Regi stration No. 1981369, for the mark TREASURE | SLAND
AT THE M RAGE THE ADVENTURE RESORT, for “hotel

services” in International dass 42, cancelled on March
22, 2003;

Regi stration No. 1966090, for the mark TREASURE | SLAND
AT THE M RAGE, for “souvenirs, nanely decorative
refrigerator nagnets” in International C ass 9;
“drinking glasses, shot gl asses, cordial glasses, nugs,
cups, beer steins, sport bottles, chanpagne gl asses” in
International Cl ass 21; and “ashtrays not of precious
metal” in International C ass 34, cancelled on January
11, 2003;

Regi stration No. 1903619, for the mark di splayed bel ow,

‘[LE_ASU RE ISL:'LN

for “clothing; nanely, T-shirts, sweatshirts, jackets,
jogging suits and caps” in International C ass 25,
cancel l ed July 13, 2002;



Regi stration No. 1943123, for the mark di spl ayed bel ow,

for “casino services” in International C ass 41,
cancel l ed on Septenber 21, 2002;

Regi stration No. 1949379, for the mark di splayed bel ow,

for “souvenir itens, nanmely nagnetized plastic figures”

in International Cass 9; and “plastic and gl ass

drinking vessels and nugs” in International C ass 21,

cancel | ed Cctober 19, 2002.

W now turn to a review of the parties’ relevant
argunents. As sunmarized bel ow, defendant set forth
simlar, but distinct responses to the orders to show cause
I n several cases.

In response to the orders to show cause for
Regi stration Nos. 1955279, 1903619, and 1943123, which are
the subjects of Cancellation Nos. 92028127, 92028314, and
92028319, respectively, defendant responded in each case

that it “discontinued use of the mark in good faith, as a

result of a business decision in ternms of product placenent



strategy and nmarket positioning. The mark was not
di scontinued in an attenpt to avoid cancellation.”

In response to the orders to show cause for
Regi stration Nos. 1981369 and 1949379, which are the
subj ects of Cancellation Nos. 92028174 and 92028325,
respectively, defendant contends that it abandoned use of
the marks as part of a “good faith business decision,”
nanely, that the marks, which included the design of a
parrot, were deened |ess desirable froma marketing and
advertising perspective in light of defendant’s new
orientation toward adult, upscale entertai nnent and away
froma Robert Louis Stevenson's thene famly resort.
Def endant further asserts that although it ceased use of the
mar ks after commencenent of the proceedi ngs, each
abandonnment was not made for purposes of avoiding judgnent.

I n support thereof, defendant has submtted the
declaration of Ms. Mary G uliano, Vice President of Hote
Operations, attesting that defendant ceased use of
Regi stration Nos. 1981369 and 1949379 in 1999, after the
def endant enbarked on an advertising canpaign to market the
property as a “nore hip, adult thened upscale hotel and
casino,” and that the marks contained in the aforenentioned
regi strations were no | onger appropriate.

As to Registration No. 1966090, which is the subject of

Cancel l ati on No. 92028294, defendant asserts that inasmuch



as a Section 8 affidavit was tinmely filed on April 9, 2003,
the cancellation was in error. |In support thereof,
def endant has subm tted copies of the docunents filed on
that date along wth the USPTO stanped postcard
acknow edgi ng recei pt of defendant’s Section 8 affidavit.
Plaintiff has filed briefs in opposition to
def endant's responses arguing that judgnment shoul d be
entered agai nst defendant with respect to each of the
registrations at issue. Specifically, as to Cancellation
Nos. 92028127, 92028314, and 92028319, plaintiff contends
that defendant’s failure to file a Section 8 affidavit for
the cancelled registration[s] was intentional and not the
result of "m stake or inadvertence." Plaintiff further
mai nt ai ns that defendant cannot neke the requisite show ng
for a determ nation of abandonnment because it has failed to
denonstrate an intent to abandon the marks two years prior
to the institution of the cancell ation proceedi ngs as
requi red by Board policy, but instead abandoned the narks
wel | after commencenent of the proceedings.

In opposition to defendant's responses to the show
cause orders for Registration Nos. 1981369 and 1949379,
plaintiff contends that defendant made several
m sstatenments, the first being that Registration No. 1981369
i ncorporates the design of a parrot when in fact it

constitutes a word mark. Second, plaintiff argues that



def endant’ s assertion that it discontinued use of
Regi stration Nos. 1981369 is inconsistent with defendant’s

claimof continued use of another registration for the sane

mark for “casino services.”®

First, we consider Registration No. 1966090, which is
t he subject of Cancellation No. 92028294. |Inasnuch as
def endant has provided evidence that it tinely filed a
Section 8 affidavit, we find that the cancellation was in
error. Accordingly, the show cause order is hereby
di scharged in Cancellation No. 92028294. Registration No.
1966090 wi I | be reinstated.

W now turn to the remaining orders to show cause.
Trademark Rule 2.134(b) provides that:

After the commencenent of a cancellation
proceeding, if it conmes to the attention of the
Trademark Trial and Appeal Board that the
respondent has permtted his involved registration
to be cancel ed under 8 8 of the Act of 1946 or has
failed to renew his involved registration under

8 9 of the Act of 1946, an order nmay be issued

al l owi ng respondent until a set tine, not |ess
than fifteen days, in which to show cause why such
cancellation or failure to renew should not be
deened to be the equivalent of a cancellation by
request of respondent w thout the consent of the
adverse party and should not result in entry of

j udgnment agai nst respondent as provided by
paragraph (a) of this section. |In the absence of
a showi ng of good and sufficient cause, judgnent
may be entered agai nst respondent as provided by
paragraph (a) of this section.

3 Regi strati on No. 2024221, for the mark TREASURE | SLAND AT THE
M RAGE THE ADVENTURE RESORT for “casino services” in
International Class 41, Section 8 filed and accepted Decenber 9,
2002.



The Board's policy governing the application of
Trademark Rule 2.134(b) is as follows:

The paragraph has been nodified to provide an
opportunity for the respondent in such situations
to "show cause" why judgnent should not be entered
against it. |If respondent submts a show ng that
the cancellation or expiration was the result of
an i nadvertence or m stake, judgnent will be not
entered against it. |If respondent submts a
showi ng that the cancellation or expiration was
occasioned by the fact that its registered mark
had been abandoned and that such abandonnent was
not made for the purposes of avoiding the
proceedi ng but rather was the result, for exanple,
of a two year period of nonuse which comrenced
wel | before respondent |earned of the existence of
t he proceeding, judgnent will be entered agai nst
it only and specifically on the ground of
abandonnent .

See Notice of Final Rul emaking published in the Federal

Regi ster on May 23, 1983 at 48 FR 23122, 23133, and in the
Oficial Gazette of June 21, 1983 at 1031 TMOG 13, 23. See
al so Marshall Field & Conpany v. Ms. Fields Cookies, 11
USPQ2d 1154 (TTAB 1989) (where registrant stated that
failure to file a Section 8 affidavit with respect to ground
of likelihood of confusion was result of a business decision
made prior to comrencenent of proceeding and not to avoid
judgnent, judgnent was not entered); and TBMP 8602. 02(b) (2d
ed. rev 2004).*

In those cases where the Board finds that defendant has

* Effective January 1, 1996, Section 45 of the Trademark Act was
anended to provide that three consecutive years nonuse
constitutes prima facie evidence of abandonnent.



shown good and sufficient cause that judgnent should not be
entered against it, plaintiff may be given tinme to decide
whether it wishes to go forward with the cancellation
proceedi ngs, or to have the cancell ation proceedi ng
di sm ssed without prejudice as noot. See C. H CGuenther &
Son Inc. v. Wiitewi ng Ranch Co., 8 USPQ@d 1450 (TTAB 1988)
and TBMP § 602.02(b) (2d ed. rev 2004).

| f defendant submts a showing that it permtted its
registration to be cancel ed because its registered mark had
been abandoned, and that the abandonment was not nade for
pur poses of avoiding the proceeding, judgment wll be
entered against it only and specifically on the ground of
abandonnent (if abandonnent has not been pleaded as a ground
for cancellation, plaintiff wll be allowed to anend its
pl eadi ng appropriately). In those instances where the Board
enters judgnent against defendant only and specifically on
t he ground of abandonnent, plaintiff may be given tine to
decide if it wishes to go forward to obtain a determ nation
of the remaining issues, or have the cancell ation
proceedi ngs di sm ssed without prejudice as to those issues.

After reviewing the parties' argunents and subm ssions,
we find that defendant is not entitled to judgnent only and
specifically on the ground of abandonnment. |In particular,
the Board finds that defendant failed to set forth facts to

denonstrate the requi site good cause that abandonnent of the



marks in Registration Nos. 1955279, 1903619, 1943123,
1981369 and 1949379 was not nade for purposes of avoiding
judgnment on each claimof |ikelihood of confusion.

Def endant's nmere assertions that it discontinued use of the
mar ks as part of a new marketing strategy are insufficient
in light of the fact that the abandonnments took place well
after comencenent of the proceedings. In addition,
according to the record before us, defendant nade no attenpt
to obtain plaintiff's consent prior to allow ng expiration
of the registrations at issue.

In this case, defendant's failure to file its
affidavits occurred well after the proceedi ngs commenced.
Respondent has offered no explanation other than it was a
busi ness decision as a result of its changed marketing
policies. Under the circunstances of this case, this
statenent by itself is not sufficient to show that the
abandonnent was not for the purposes of avoiding the
pr oceedi ng.

In view of the totality of the circunstances, we find
t hat defendant has failed to denonstrate the requisite good
cause for entry of judgnent only and specifically on the
ground of abandonnent.

Accordingly, in Cancellation Nos. 92028127, 92028174,
92028314, 92028319, and 92028325, judgnent is hereby entered

agai nst defendant in each case on the grounds originally

10



pl eaded, nanely priority of use and |ikelihood of confusion.
The cancel l ation of Registration Nos. 1955279, 1903619,
1943123, 1981369 and 1949379 therefore stands.

Plaintiff is allowed until twenty (20) days fromthe
mai |l ing date of this order to anend its pleadings in the
above referenced cancell ation proceedings to add clai ns of
abandonnent, and request that judgnent be entered agai nst
def endant on these clains as well.

The remai ni ng proceedi ngs shall proceed forward on the
trial schedule as set forth bel ow

Tri al Dates Reset

The parties' stipulation (filed Septenber 30, 2004)
regarding matters relating to outstandi ng di scovery requests
and the resetting of trial dates is hereby approved. Trial
dates are reset as foll ows:

THE PERI OD FOR DI SCOVERY TO CLOSE: CLOSED

30-day testinony period for party in
position of plaintiff to close: April 10, 2005

30-day testinony period for party in
position of defendant to close: June 9, 2005

15-day rebuttal testinony period for
plaintiff to close: July 24, 2005

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of

the taking of testinony. Trademark Rule 2.1 25.
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Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b).
An oral hearing will be set only upon request filed as

provi ded by Trademark Rule 2.1 29.
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